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DETAILED ACTION 

Claim Objections 

The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claim 19-21 been renumbered 18-20. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1-15 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Data structures not claimed as 
embodied in computer readable media are descriptive material per se and are 
not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim 
to a data structure per se held nonstatutory). Such claimed data structures do 
not define any structural and functional interrelationships between the data 
structure and other claimed aspects of the invention, which permit the data 
structure's functionality to be realized. In contrast, a claimed computer readable 
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medium encoded with a data structure defines structural and functional 
interrelationships between the data structure and the computer software and 
hardware components which permit the data structure's functionality to be 
realized, and is thus statutory. Similarly, computer programs claimed as 
computer listings per se, i.e., the descriptions or expressions of the programs are 
not physical "things." They are neither computer components nor statutory 
processes, as they are not "acts" being performed. Such claimed computer 
programs do not define any structural and functional interrelationships between 
the computer program and other claimed elements of a computer, which permit 
the computer program's functionality to be realized. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim1-3, 6-10,13-20 is rejected under 35 U.S.C. 102(e) as being anticipated by 
Kato et al (Pub. Number US 2002/0145702). 

Regarding claim 1, 16,19 and 20, Kato et al (hereinafter Kato) anticipates a 
system for modifying a first television signal to produce a second television signal that is 
displayed by a video display unit upon being received by the video display unit, the 
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system comprising: a memory unit that stores information corresponding to an alternate 
television commercial signal; a control unit that is coupled to the memory unit and 
receives the first television signal; wherein the first television signal includes at least, 
during a first time period, a television program signal and, during subsequent time 
periods, a first commercial signal and a second commercial signal; and wherein, upon a 
first condition being met, the control unit substitutes the alternate commercial signal 
based upon the stored information for at least one of the first and second commercial 
signals to produce a second television signal (see figure 14 and page8 paragraph 
0190). 

Regarding claim2, Kato anticipates the system of claim 1, wherein the control 
unit substitutes the alternate commercial signal for the second commercial signal (see 
figure 14 and pagelO paragraph 0217). 

Regarding claim3, Kato anticipates the system of claim2, wherein the first 
condition is detection of at least one blank period within the first television signal by the 
control unit (see page6 paragraph 0150). 

Regarding claim6, Kato anticipates the recording medium of claim 3, wherein the 
playitem includes an indicator indicating a file name of a clip information file associated 
with the clip file (see figure 32 clip_info_file_name). 
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Regarding clairr»7, Kato anticipates the recording medium of claim 6, wherein the 
playitem includes an indicator indicating an STC id for a portion of the clip File indicated 
by the clip information File name (see figure32 STC_seq_ld). 

Regarding claim8, Kato the recording medium of claim 3, wherein the playlist 
further includes at least one playlist mark pointing to the still image in the clip file (see 
figure42 Playlist mark). 

Regarding claim9, Kato anticipates the recording medium of claim 2, wherein the 
playlist includes sub-playitem, and the sub-play item includes the navigation information 
(see figure 25 and 40 sub-playitem). 

Regarding claim 10, Kato anticipates the recording medium of claim 2, wherein 
the navigation information further includes at least one playlist mark pointing to the still 
image in the clip file (see figure42 playlist marks). 

Regarding claim13, Kato anticipates the recording medium of claim 1, further 
comprising: a data area storing the clip file of video data (see pagelO paragraph 0214). 

Regarding claim 14, Kato anticipates the recording medium of claim 13, wherein 
the video data of the clip file includes at least one of an I picture, B picture and P picture 
(see page6 paragraph 0148). 
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Regarding claim 15, Kato anticipates the recording medium of claim 14, wherein 
the navigation information indicates to display the at least one of an I picture, B picture 
and P picture in the clip file as the still image (see page6 paragraph 0148). 

Regarding claim 17, Kato anticipates The method of claim 16, further comprising: 
reproducing one of a playlist mark, a playitem and a sub-playitem in a playlist recorded 
on the recording medium, the one of the playlist mark, playitem and sub-playitem 
providing the navigation information (see figure 25 and 40 sub-playitem). 

Regarding claim 18, Kato anticipate an apparatus for reproducing a still image 
recorded on a recording medium, comprising: a driver for driving an optical reproducing 
device to reproduce data recorded on the recording medium (see figurel element 22); a 
controller for controlling the driver to reproduce a still image from a clip File recorded on 
a recording medium based on navigation information indicating a portion of a clip File, 
which includes video data, to display as a still image and a duration to display the still 
image (see figurel element 23). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim4-5, and 1 1-12 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kato et al (Pub. Number US 2002/01 45702). 

Regarding claim4-5 and 11-12, see the teaching of Kato above. Kato does not 
teach playitem including indicator indicating whether to display a still image. However 
it is old and well known in the art to have indicator whether to display a still image. 
Therefore official notice is taken. 

One of ordinary skill in the art at the time the invention was made would have 
been motivated to have indicator in playitem indicating whether to display a still image in 
to Kato system because it would help protecting the content (still image) by indicating 
whether or not the contents can be shown to the user without limitation (see Kato et al 
page11 paragraph 0231 ). 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made, absent unexpected results 
to the contrary. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Girumsew Wendmagegn whose telephone number is 
571-270-1 118. The examiner can normally be reached on 7:30-5:00, M-F, air Friday 
off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tran Thai can be reached on (571 ) 272-7382. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 

(IN USA OR CANADA) or 571-272-1000. 

Girumsew Wendmagegn 
Supervisory Patent Examiner 




